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REMARKS 

Claims 1-20 were presented for prosecution. Claims 13-16 have been withdrawn from 
consideration. Claims 3, 6 and 19 are amended. Claims 1 , 3-12, 17, and 19-20 are pending in 
this application. 

The Examiner objected to informalities: in paragraph 53, slating, "in line 5 'X ax.s and a 
Z axis,' should be amended to read - X axis,, and a Z axis; and in line 1 1 'thece„ter> should be 
amended to read -the center-." Applicant has amended the specification accordingly. 

The Examiner objected to Claims 3 and 19 as they appeared in Applicant's After Final 
Amendment And Request For Reconsideration, filed May 9, 2004, because although Claim 3 
was properly amended, changing its dependency from canceled Claim 2, to Claim 1 , Claims 3 
and 19 contained typographical errors such as "BY" plane instead of "XY" plane, as was 
supported in the specification. The Examiner objected Claims 3 and 19 contained typographical 
errors as to "a," instead ofO,". 'V instead of %» and a„ a* and a 2 " instead of a„ p\ and 
a 2) p>, as was supported in the specification. The Examiner stated "As discussed in the interview 
on October 25, 2004, the examiner has examined claims 3 and 19 as they were presented in the 
Appeal Brief and existed prior to the After Final Amendment of May 1 9, 2004, or in accordance 
with the above objections. The claims as presented in the Appeal Brief, meet the requirements of 
35 USC § 1 12 and no major amendment is required. However, claim 3 needs to be amended to 
correctly depend from claim 1 and claim 1 9 needs to be amended to correct the antecedent basis 
of "paths" as discussed above." The Office Action, page 3, paragraph 7. Applicant has 
Amended Claims 3, 6, and 19 accordingly. 

The Examiner rejected Claims 1. 3, 5-7, 9-12, 17, 19, and 20 under 35 U.S-C. 103(a) as 
allegedly being unpatentable over Mitani et al, JP 3-281 780, in view of Deacon et al, US Patent 
5 792,269. 

' The Examinerrcjectcd Claim 4 under 35 U.S.C. 103(a) as being allegedly unpatentable 
over over Mitani et al and Deacon et al. as applied to claims 1 , 3, 5-7, 9-11,17.19, and 20 
above, and further in view of Plavidal et al, US Patent 5,71 8,795. 

The Examiner rejected Claim 8 under 35 U.S.C. 103(a) as being allegedly unpatentable 
over Mitani */ al. and Deacon et al. as applied to claims 1, 3, 5-7, 9-11, 17, 1 9, and 20 above, and 
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further in view of Hascgawa et al, US Patent 5,837,093. 

Applicants respectfully traverse the Examiner's rejections under 1 03(a) with the 

following discussion. 
^n s.C. 103(a) 

The Examiner rejected Claims 1 , 3, 5-7, 9-12, 17, 19, and 20 under 35 U.S.C. 103(a) as 
allegedly being unpatentable over Mitani et al, JP 3-281780, (JP '780) in view of Deaeon et al, 
US Patent 5,792,269 (U.S. '269). As to independent Claims I and 17, Applicants respectfully 
contend the Examiner's rejection is improper because there is no motivation to combine JP '780 
in view of U S '269. The Examiner states that the motivation for angling the channels of M.tam 
et al JP '780 is to improve step coverage as taught by Deacon et al., U.S. '269. Applicants have 
argued in the after final response of May 19, 2004 and in the Appeal Brief that there is no 
motivation to combine because nowhere does the Examiner explain why one skilled in the art 
would be motivated to look to Deacon et al., U.S. '269 to modify the CVD device of Mitani et al 
(«JP '780") because Mitani et al teaches a CVD apparatus thai can form a good film having iu- 
p, a „c uniformity within a range of pressures" (emphasis added). Translation of JP '780, page 3, 
Section 3, Industrial Field of the Application. Mitani et al, JP '780 does not teach structures 
having sidewalk as does Deacon et al, U.S. '269. Instead, JP '780 teaches forming an "average 
film thickness of 3320 A with an in-plane distribution of +/-3% or less formed on a 5-inch 
diameter Si wafer." Translation of JP '780, page 6, Section 3, Working Example 1, paragraph 4, 
Hues 6-8. In contrast with Mitani et al., Deacon et al, U.S. '269, teaches greatly improving 
"sidcwall step coverage" (emphasis added). U.S. '269, Column 3, line 13. Deacon et al, U.S. 
269 teaches that the invention produces as much as a 35% improvement in sidewall step 
coverage as compared to prior art processes (see Fig. 1) where gas flow is directed perpendicular 
to the surface of the wafer. See Deacon et al, U.S. '269, Column 3, lines 23 - 26. 

The Examiner states 1. The motivation for angling and offsetting the channels of Mitani 
et al is to improve step coverage as taught by Deacon et al 2. The motivation for adding the 
annular ring is to improve the uniformity of the exhaust gas flow by providing a restricted area 
that equali.es the suction applied by the vacuum pump to the chamber. 3. The motivation for 
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making the constriction at least 3/8 of an inch is to optimize size of the constriction. 4. The 
motivation for supplying a specific gas to each channel is to deposit a specific layer. 

Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to angle and offset the channel of Mitani et al, and add the annular 
constricting ring of the correct size to the apparatus of Mitani * al, as taught by Deacon « al,, 
and to supply the desired process gases to deposit the desired layer." The Office Action, 

paragraph 9, pages 5-6. 

Thus, the Examiner has provided a reason for the combination by speculation, and not by 
teachings of the prior art. By not citing any suggestion or incentive in the prior art for the four 
items of alleged motivation above, the Examiner has failed to establish iprlma facie case of 
obviousness in relation to claims 1 and 17. 

The Examiner states "The apparatus of Mitani et al. unmodified can be used to coat both 
a planar wafer and one with various topographic features (i.e. side walls). While the apparatus of 
Mitani et al does an excellent job at planar coverage, it suffers from the problems discussed by 
Deacon et al in the prior art section (see figures 1-3. and column 1 line 10 through column 3 
line 10) when it is used to coat a wafer having sidewalls and requiring step coverage. Therefore, 
one ofordinary skill in the art seeking to improve the ability of the apparatus of Mitani et al to 
process substrates with sidewalls would be motivated to modify the nozzles as taught by Deacon 
et al " See the Orfice Action, paragraph 12, page 8. 

Here, the Examiner's citation to figures l-3a and column 1 line 10 through column 3 line 
10 of Deacon et al docs not disclose motivations cited by the Examiner. Instead, the Examiner 
has provided a reason for the combination by speculation, and not by teachings of the prior art. 
By not citing any suggestion or incentive in the prior art for the four items of alleged motivation 
above, the Examiner has failed to establish a prima facie case of obviousness in relation to 
claims 1 and 17. 

Applicants respectfully disagree that there is motivation for one skilled in the art to look 
to Deacon et al to "improve the ability of the apparatus of Mitani et alj> as the Examiner staled 
in the Office Action. The Examiner states he agrees he has not identified any teaching or 
suggestion in the prior art for combining planar coverage and step coverage in one apparatus. 
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Sec the Office Actio*, page 7. Secondly, the Examiner states he agrees he has not identified 
teaching or suggestion in the prior art indicating that it would be more economical to combme 
planar coverage and step coverage in one apparatus. See the Office Action, paragraph 12, page 7. 
Thirdly, the Examiner states that he agrees he has not presented evidence showing that mod, tying 
Mitani ct ah by using Deacon's angled jets of fluid would not destroy Mitani's excellent +/- 3% 
planar coverage. See the Office Action, paragraph 12, page 8 indicating the Examiner's 
agreement with Applicants' September 20, 2004 arguments. 

The Examiner states 'TTJhe apparatus of Mitani et at. unmodified can be used to coat 
both a planar wafer and one with various topographic features (i.e. side walls)." The Office 
Action, paragraph 12, page 8. Applicants respectfully submit that the Examiner has provxded a 
reason for the combination by speculation, and not by teachings of the prior art. By not c.tmg 
any suggestion or incentive in the prior art for the four items of alleged motivation above, the 
Examiner has failed to establish z prima facie case of obviousness in relation to claims 1 and 17. 

The Examiner argues "the Applicant is incorrect in the assertion that the motivation must 
be supplied by the prior art and cites In re Rouffet, 149 F.3d 1350, 1357, 47USPQ2J 1456, 1457- 
58 (Fed. Cir. 1998) See MPEP2143.01. Applicants have included a copy of In Re Roujfel 
attached as Appendix 1 to this Amendment as a courtesy to the Examiner. The Examiner 
supports his argument with a truncated quotation from In Re Rouffct, stating "There are three 
possible sources for a motivation to combine references: the nature of the problem to be solved, 
the teachings of the prior art, and the knowledge of persons of ordinary skill in the art." The 
Office Action, bottom of page 10, paragraph 12. Applicant notes the Examiner's quotation from 
In re Roujfel omits that the suggestion to combine references may come not from "the knowledge 
of persons of ordinary skill in the art," as the Examiner alleges, but from the ordinary knowledge 
of those skilled in the art that certain references am of special importune* in a particular field , 
(emphasis added). See Id. at 1355. The complete quotation from In re Rouffet follows: 

Although the suggestion to combine references may ^.^^^rig**^ 
see Pro-Mold & Tool Co. v. Great Lakes Plastics, Inc., ?5P,3d156 8 1 573. 37 USPQM 
iraO iPea Cir 1996). the suggestion more often comes from the teachings of the 
^^S^^^&t^ 702P3dm 994, 217 USPQ 1. 5 (Fed. Cir. 
SS^^iX ordinary knowledge of those skilled in the art l ^U lI ^ renecs 
^gceeii] inffiQEtones ill « field, (emphasis added). See Id. at 1355. 
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The Examiner's citation from In re Rouffet docs not state that the suggestion to combine 
references may only rely on the "ordinary knowledge of those skilled in the art » Instead, In re 
Rouffet states the suggestion may come from the ordinary knowledge of those skilled in the art 
that certain references arc of special importance in a particular Held. No where does the 
Examiner stale or identify said certain references that are of special importance in the field of the 
current invention. In addition, Applicant's respectfully asserts that the Examiner has not stated 
or identified any suggestion or motivation to combine references that qualifies as motivation to 
combine under the Examiner's conditions b-d . See the Office Action, page 10-11, paragraph 12. 

Moreover, the Examiner has not supplied a legally persuasive argument as to why a 
person of ordinary skill in the art would modify Mitani et al by the alleged teaching of Deacon et 
al in relation to claims 1 and 1 7. In particular, established case law requires that the prior art 
must contain some suggestion or incentive that would have motivated a person of ordinary skill 
in the art to modi fy a reference or to combine references. See Karsten Mfg. Corp. V. Cleveland 
Gulf Co., 242 F.3d 1 376, 58 U.S.P.Q.2d 1286, 1293 (Fed Cir. 2001 ("In holding an invention 
obvious in view of a combination of references, there must be some suggestion, motivation, or 
teaching in the prior art that would have led apcrson of ordinary skill in the art to select the 
references and combine them in a way that would produce the claimed invention"). See also In 
re Gordon, 733 F.2d 900, 902, 221 U.S.P.Q. 1 125, 1 127 (Fed. Cir. 1 984 ("The mere fact that die 
prior art could be so modified would not have made the motivation obvious unless the prior ai t 
suggested the desirability of the modification."). Tire Examiner has not made any showing of 
where the prior art suggests, e.g., 'The apparatus of Mitani et al unmodified can be used to coat 
both a planar wafer and one with various topographic features (i.e. side walls)." The Office 
Action, paragraph 12, page 8. The Examiner states he agrees he has not identified any teaching 
or suggestion in the prior art for combining planar coverage and step coverage in one apparatus. 
Sec the Office Action, page 7. Thus, die Examiner has provided a reason for die combination by 
speculation, and not by teachings of the prior art. By not citing any suggestion or incentive in the 
prior art that the apparatus of Mitani et al unmodified can be used to coat both a planar wafer 
and one with various topographic features (i.e. side walls), the Examiner has failed to establish a 
prima facie case of obviousness in relation to claims 1 and 17. 
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In light of the foregoing, Applicants contend that the Examiner's use of Deacon el aL, 
U S <269 to modify Mitanf H at., JT ^780 is improper, because Deacon et al. teaches solving a 
problem that doesn't exist in Milani, as evidenced by the fact that Mitani teaches an "average 
film thickness of 3320 A with an in-plane distribution of +/-3% or less formed on a 5-mch 
diameter Si wafer, and because Deacon's angled channels are totally unnecessary in Milam et al 
Applicants respectfully submit Claims 1 , 3, 5-7, 9-12, 17, 19, and 20 are in condition for 
allowance under 35 U.S.C. 103(a) because the Examiner's rejection is based on an improper 
combination. 

The Examiner rejected Claim 4 under 35 U.S.C. 103(a) as being allegedly unpatentable 
over Mitani et al and Deacon et al as applied to claims 1, 3, 5-7, 9-11, 17, 19, and 20 above, and 
further in view of Plavidal et al., US Patent 5,71 8,795. With respect to claim 4, Applicants 
respectfully maintain that the Examiner's argument with respect to Plavidal et al. is an improper 
modification of the secondary reference of Deacon et al. The Examiner argues it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to angle and 
offcet the channels of Mitani * at., as taught by Deacon et at. See the Office Action, page 6, 
paragraph 9. Therefore, the Examiner argues that the secondary reference of Deacon et al. has 
modi ficd the primary reference of Mitani et al., by alleging that Deaeen * al teaches or suggests 
angled channels over the apparatus of Mitani et al. The Examiner additionally argues that the 
secondary reference of Plavidal et al. has modified the secondary reference of Deacon et at., by 
alleging that Plavidal et al. teaches or suggests providing a polyletrafluoroethyleno dispersion 
plate because only Plavidal et at. and Deacon et al, and not Mitani et al, disclose angled 
channels. Applicants maintain that it is improper to argue that a claim feature is taught or 
suggested by a secondary reference through modi fication of another secondary reference. If the 
Examiner could modify a secondary reference in the preceding manner, then the Examiner would 
be able to show the existence of any element or feature of any claim merely by chaining a 
sufficient number of secondary references together in the preceding manner. Accordingly, 
Applicants respectfully maintain that the rejection of claim 4 under 35 U.S.C. §103(a) is 

improper and should be withdrawn. 

The Examiner rejected Claim 8 under 35 U.S.C. 103(a) as being allegedly unpatentable 
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over Mitani et al and Deacon et al as applied to claims 1,3, 5-7, 9-1 1, 1 7, 1 9, and 20 above, and 
further in view of Hasegawa et al, US Patent 5,837,093. Applicants respectfully contend the 
Examiner's rejection of Claim 8, depending from Claim 1, fails for the same reason the 
Examiner's rejection of Claims 1 and 17 failed under 35 U.S.C. 103(a) as being allegedly 
unpatentable over Mitani et al and Deacon et al as applied to claims 1, 3, 5-7, 9-1 1,17, 19, and 
20 above. 

In addition. Applicants submit that the Examiner's combination of Hasegawa et al, US 
Patent 5,837,093 with Mitani at al and Deacon et al is an improper combination because of lack 
of motivation to combine. As to Claim 8, the Examiner alleges the motivation for adding the 
annular ring with a plurality of holes of Hasegawa et al in the apparatus of Mitani et al and 
Deacon et al is to improve the uniformity of the flow across the wafer and to the exhaust port, 
thereby improving the uniformity of toe processed wafer. See the Office Action, page 7, 
paragraph 1 1 . Applicants submit that Hasegawa et al discloses a second gas pipe 32 "that may 
be so positioned as to apply the etching inhibiting gas to any portion of toe workpiece 26 that 
should otherwise be etched at higher speed than other portions." Hasegawa * al, column 4, 
lines 66-67 and column 5, lines 1-2. In addition, Hasegawa et al discloses that the second gas 
p ipe 32 delivers reaction inhibiting gas, in an amount equal to the reaction gases generated at toe 
center orthe workpiece. See Id., column 3, lines 41-44. Applicants respectfully submit that no 
where does Hasegawa * al disclose as toe Examiner alleges that toe motivation for adding the 
annular ring with a plurality of holes of Hasegawa et al in the apparatus of Mitani et al and 
Deacon et al is to improve toe uniformity of toe flow across toe wafer and to the exhaust port, 
thereby improving toe uniformity of the processed wafer. Instead, Applicants submit that 
Hasegawa et al discloses applying the etching inhibiting gas to any portion of the workpiece that 
should otherwise be etched at higher speed than other portions. See Hasegawa et al, column 4, 
lines 66-67 and column 5, lines 1-2. Applicants respectfully contend there would be no 
motivation for one skilled in the art to need to look to Hasegawa et al for adding the annular ring 
with a plurality of holes of Hasegawa et al in the apparatus of Mitani et al and Deacon et al, as 
the Examiner alleges, because Hasegawa et al does not disclose, as the Examiner alleges, that 
the motivation for adding the annular ring with a plurality of holes of Hasegawa et al in the 
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apparatus of Milani * al and Deacon « A is to improve the uniformity of the flow across the 
wafer and to the exhaust port, thereby improving the uniformity of the processed wafer. 

Given that all of the cited references, taken alone or in combination, fail to disclose each 
and every feature of Applicants' invention as reeked in independent claims 1 and 17, and their 
respective dependent claims, Applicants respectfully submit that the above-referenced rejections 
under 35 U.S.C. §103(a) have been overcome, and that claims 1, 3-12, 17, and 19-20 are in 
condition for allowance. 
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Accordingly, based on the preceding arguments, Applicants respectfully submit that 
Claims 1, 3-12, 17, and 19-20, and the entire application, arc in condition for allowance and 
thcrcforc'rcqucst favorable action. However, should the Examiner believe anything further is 
accessary in order to place the application in belter condition for allowance, or if the Exammer 
believes that a telephone interview would be advantageous to resolve the issues presented, the 
Examiner is invited to contact the Applicants' undersigned representative at the telephone 
number listed below. 

The Director is hereby authorized to charge and/or credit Deposit Account No. 09-0456. 
Dated: 2/1/05 Respectfully submitted, 

Gerald F. Dudding 
Reg. No. 52,835 
Schmciser, Olsen & Watts 
3 Lear Jet Lano, Suite 201 
Latham, New York 121 10 
(518)220-1850 
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